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DETAILED ACTION 

Applicant's response to the restriction/election requirements mailed QllQIOl, 
electing invention I (claims 15-18; polyesteramine compound) is acknowledged and 
made of record. 

Applicant's amendment received 1 1/126/07 is also acknowledged and entered of 
record. 

Status of the Claims 

Claims 1-49 are currently pending in this application. 

Claims 19-49 are withdrawn for being directed to non-elected subject matter. 

Claims 1-18 are presented for examination. 

Restriction/Election 

It is noted that claims 1-14 are considered to be generic claims of the 

elected species (i.e. claims 15-18) and are being included for examination purposes. 

Claim rejections - 35 (JSC 112- Second Paragraph 

The following is a quotation of the second paragraph of 35 USC 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his inverition. 

Claims 15-18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 15 and 16 recite the term "R7," but fails to clearly and concisely state 
what the term specifically relates to with respect to the recited formula. Thus, this 
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limitation is found to be vague and indefinite because it is not clear how "R7 relates to 
the recited formula in claim 15. 

Dependent claims 17 and 18 are rejected for the same reason for failing to 
correct the deficiency of the independent claim from which they depend. 

Claim rejections - 35 USC 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-18 are rejected under 102(e) as being anticipated by Tang (US Patent 
7,101,538; already made of record by applicant). 

The term "aliphatic" as recited claim 15 is reasonably construed to encompass 

any straight or branched carbon containing chain (see Hackh's chemical Dictionary. 

1969; page 25). 

The term " wherein the molecular weight of the polyesteramine is between about 
600 Daltons and about 5,000 Daltons" as recited in claims 6, 13, and 18 is construed to 
be an inherent characteristic of the claimed compounds. 

The term "wherein the pH is between about 7.0 and about 10.0" as recited in 
claims 5 and 12 is construed to be an inherent characteristic of the claimed compounds. 

Tang teaches polyesteramine compounds having the below formula: 
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wIwreiB «aeii is iodt^eodefl^y a linesf, bnsched or 
9 cyclic hydrcxnbylgrot^LeBchR' is iodepeade^ 
or diffsreot bj-drocEAylciie group: each R' is independently 
hydiogen or a faydroceibyl gioupi each R'*' is isdepesideHtly 
Iiydrogen, methyl or etiy'l; and n is an integer from 1 to 
about 60. More preferably, each R- in (he polyestaramine is 
^ independently a 1i n*^? T j hrHrud^ed or cyclic l&ydrocsifayl 
group of 3 to 23 carbon atoms, and most prefiuaUy each R' 
is independently a linear^ biandied or ^lic hydrocaifoyl 
gmp of 16 to 22 cat^o atoms. 



Compounds having the above formula as taught by Tang overlaps with the 
Instant claimed compounds having the below general formula (especially col. 1 , line 10 
to col. 5, line 67): 



I o 

R2 

when instant Rl equivalent (= R1 of Tang) is a linear, or branched group of carbon 
atoms; instant R2 equivalent Is a C2 aliphatic group; instant R3 equivalent is a 
hydrocarbylene group, preferably of 1 to 10 carbon atoms (= R2 of Tang). The terms "a 
tertiary amine group;" "an ester linkage;" "alkyi chain;" "a hydroxyl group;" a carboxylic 
acid group;" as recited in claims 1, 2, 3, 4, 8, 9, 10, 11, and 14 also overlap with said 
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teaching of Tang as evidenced from simply inspecting the above referenced formula. To 
the extent that the Instant claims overlap with the prior art, claims 1-6, and 9-18 are 
deemed to be anticipated. 

Claim rejections - 35 USC 103(a) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Grille et al. (WO 96/06878), in further view of Okamoto et al. (US Patent 6,489,412). 

The term "aliphatic" as recited claim 15 is reasonably construed to encompass 
any straight or branched carbon containing chain (see Hackh's chemical Dictionary. 
1969; page 25). 
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The term " wherein the molecular weight of the polyesteramine is between about 
600 Daltons and about 5,000 Daltons" as recited in claims 6, 13, and 18 is construed to 
be an infierent characteristic of the claimed compounds. 

The term "wherein the pH is betweeri about 7.0 and about 10.0" as recited in 
claims 5 and 12 is construed to be an inherent characteristic of the claimed compounds. 

Grille et al. teach derivatized polyester resins made from aliphatic dicarboxylic 
acids for use in formulation aids and conditioning agents in hair and skin personal care 
products having the below general formula: 
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|R"I» |r"L 

0 O I ' 0 0 

Ir"1„ 

wherein R* is -N(r') (R*) or -OR"'; R* is independently Ca-C^ 
15 aliphatic; is independently Ca-Cio aliphatic having 0-5 oxygen 
atoms as ether groups; R^ is R^; p is an integer between 3-100, 
inclusive; R* is H or Cj-Cio aliphatic; B* is -R*-N<r') j(r") . 
-polyamino acid-C(-0)OR", -R*-P(R")3 R** or -r'-S(R")2 r"; r' is 
H, R", -r'-OC(«0)-r", -R*-OSOjO' R" or -R^-SO,' r"; R' is q-Cj; r' 
20 is independently Ci-Cj having 0-3 -OH substituents; R*' is -H r", 
'R' R", -0*, - (CH,)i.j-C(«0)0', 

-CHaCH {OH) CKa-NH-polyamiao acid-COO*, -CHjCH lOH) CHa-NH- polyamino 
acid-COOR" r" or -CHjCH (OH) CBa-NH-polyailoxane r"; r" is r" or 
Ci'Cgj; r" is lithium, sodium, calcium, magnesium, ammonium 
25 monoalkylammonium, di alky 1 ammonium, trialkylammonium, or 

tetralkylammonium, where an alkyl portion of an ammonium group 
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has 1-20 carbon atoms and 0-3 hydroxy 1 groups; R'^ is Ci-Cja 
aliphatic; r" is halide, sulfate, phosphate, citrate, lactate, 
malace,. fatty carboxylate or polymeric carboxylate; r" is Cj-Ca 
hydrocarbon; r" ia -0(C-0)R-, K, or -0[C(-0) -R* (r"),-C(-0)0- 
S R^R">„-0]pC(-O)-R'(R")„-C(»O)-R*; n is an integer between l and 
5, inclusive; r" is -C<-0)rS H, or -C<-0)0-r'-0[C<-0) -R'(R")„- 
C{•0)0-R* (R")„-OlpC(-0) -R* {R"J„-C(-0) -R\- and m ia an integer 
between 1 and 5, inclusive; with the proviso chat when R^ is 
either -OH or -O-r'-OH, then R* is neither -OH nor -O-r'-OH. 

In particular, the instant claimed formula overlaps with the teaching of Grille et al. 
with respect to 1) dicarboxylic acid monomer unit, when reference R2 (equivalent to 
instant R3) is independently C2-C10 aliphatic; 2) tertiary amine monomeric unit, wherein 
reference R1 is N-(R5)(R6), and wherein reference R5 is H and R6 is R8-N(R9)2 (RIO) 
as defined; ester linkage, wherein reference R3 is independently C2-C10 aliphatic 
having 0-5 oxygen atoms as ether groups; and reference R4 is R1 , wherein R1 is 0R7, 
and wherein R7 is H. Grille et al. do not expressly teach "an aryl chain" as recited in 
claims 7 and 8. 

Based on the teaching of Grillo et al., someone of skill would be motivated to 
derivatize the instant claimed polyesteramines for use in hair and skin personal care 
products in view of the fact that most polyesters have limited performance properties in 
personal care product formulations coupled with the fact that polyesters can be difficult 
to incorporate into stable formulations (page 1 , lines 23-27). 
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Thus, someone of skill in the art at the time the instant claimed invention was 
made would have found it obvious to create the Instant claimed combination of 
monomeric subunits with reasonable predictability. 

Relevant Art of Record 

The below art references made of record and relied upon is considered pertinent 
to applicant's invention. 

Ota et al. (JP 102591 15) teach an hair treating agent comprising (A) an active 
hydrogen- containing compound and (B) a polyurethane derived from a polyisocyanate 
compound and is prepared by using the active hydrogen-containing compound 
containing a tertiary amine (salt) and/or the active hydrogen-containing compound 
containing a quaternary ammonium salt group as at least a part of the ingredient A 
(abstract only). 

Laurent et al. (US Patent 6,602,303) teach cationic polymers having the below 
formula, having a benzyl group (col. 22): 
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22 



"4 



wheiein: 

R,, which may bs identical o; diSsrezit, are each chosen 
^ from hydrogen and a meihyl group; 

A, which may be identical or di&rent, are each chosen 
from Knear and branched (Ci-Ce)alkyl group^ swh as 
CCj-C,)ftlky! gfOBps, and (Cj-CJhydroxyalkyl 
groups; 

55 R4, R5 and whidj may be identical at diS^eai» ue 
each chosen from (C^-Cig^I^'l gnmps, such £s, 
(q-Cj), and a benzyl group; 
and R^, which may be identical or di&rent, are ea^ 
ctosen from hydn^en and (C^-C^alkyl groups, Kich 

fi] as a methyl grwqi and an e%l grop.p; 

X* is an anion chosen from anions derived from at least 
one iooigcnic add and anions ^ived bom at least one 
organic acid, such as a metbylsolfate aoioa and balidcs, 
such 85 chknidc and bromide. 

65 (1) homo- and oopolymets of family (1) may fortfaer com- 
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Any inquiry concerning this communication or earlier communications from tfie 
examiner should be directed to Charlesworth Rae whose telephone number is 571-272- 
6029. The examiner can normally be reached between 9 a.m. to 5:30 p.m. Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http:pair-direct.uspto.gov. 
Should you have any questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 800-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

9 January 2008 
CER 




